Remarks 



Claims 1-4, 6 and 7 are presently pending. Claims 
1-7 have been rejected. 

Claim 5 has been cancelled, and its limitations 
have been incorporated into claim 1. Amended claim 1 is 
supported by original claim 5, page 9, line 27 — page 10, 
line 3 of the specification and Figures 3 and 4. Hence, no 
new matter has been added. 

The Examiner has rejected claims 1-7 under 35 
U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 
580,656 to Wilson ("Wilson") in view of U.S. Patent 
Application Publication No. US 2002/0069815 Al to Farina 
("Farina"). The Examiner asserts that Wilson teaches a 
baseball game counter for tracking events during a baseball 
game and keeping score of the game having most of the 
limitations of claim 1. However, the Examiner acknowledges 
that Wilson does not disclose a baseball game counter 
comprising a side wall, the side wall extending around a 
perimeter of the counter and extending between the front 
plate and the rear plate, the side wall having a plurality of 
cut-outs for accommodating the wheels, wherein the wheel 
exterior portions extend past the side wall through its 
associated cut out for allowing access to move the wheel. 
The Examiner contends that Wilson teaches a baseball game 



counter having the limitations of claims 2-6. Concerning 
claim 7, the Examiner acknowledges that Wilson does not 
disclose a baseball game counter comprising a top portion and 
a bottom portion, wherein the top portion is wider than the 
bottom portion to facilitate a comfortable fit when grasped 
around the bottom portion. The Examiner maintains that 
Farina teaches the limitations of claims 1 and 7 that are 
untaught by Wilson. The Examiner concludes that it would 
have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the baseball game 
counter of Wilson to include a side wall, a top portion and a 
bottom portion wherein the top portion is wider than the 
bottom portion, as taught by Farina, so that the baseball 
game counter would be more securely held together and so that 
it would be comfortably held by a user. 

This rejection is respectfully but strenuously 
traversed for the reasons set forth in detail below. 

In general, three basic criteria must be satisfied 
in order to establish a prima facie case of obviousness 
(M.P.E.P. § 706.02(j)). First, the reference or combination 
of references must teach or suggest all of the claim 
limitations. Second, there must be a reasonable expectation 
of success. Third, there must be some suggestion or 
motivation, either in the references or in the knowledge 



generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. 



The rejection fails to satisfy the first criterion 
of a prima facie showing of obviousness. Wilson does not 
suggest the baseball game counter of amended claim 1. 
Specifically, Wilson does not provide a baseball game counter 
comprising a plurality of wheels, each wheel having a center 
point about which it is selectively rotatable, the center 
point being mounted to a front plate or a rear plate. In 
support of the contention that Wilson contains such a 
disclosure, the Examiner cites a portion of its description. 
However, the Examiner mischaracterizes this language, which 
reads : 



The disks K, and and the disks k, k% kS k\ 
and L are all provided with the requisite numerals, 
which are arranged in circles thereon, and the 
plate D is provided with suitable openings d, 
through which these numerals may be seen, and it 
will be understood that all of these disks are 
pivotally connected with the central plate A and 
free to revolve thereon ^ the manner of making this 
connection being shown in Fig, 4, in which the disk 
L and its connection with the plate A are clearly 
indicated, and it will also be seen that all of 
these disks project at the sides or ends of the 
scorecard, and the edges thereof are milled and the 
same are thus easily revolved by placing the finger 
or thumb on the projecting edges or sides thereof. 



(col. 2, line 96 - col. 3, line 8) (emphasis added) 



When considered in the context of the entire 
specification of Wilson, including Figure 2, the highlighted 
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text makes it abundantly clear that the disks indicating 
innings and the parts thereof (L), runs for the home team (K) 
and the visiting team (k), base hits for the home team (K^) 
and the visiting team (k^), balls (K^)f strikes (k^) and outs 
(k^*) are attached to central plate A rather than either of the 
side plates B and D. In addition, it is equally apparent 
from the corresponding discussion at col. 1, line 47 — col. 
2, line 70 that the disks indicating errors of the home team 
(G) and the visiting team (g), doubles for the home team (G^) 
and the visiting team (g^)/ triples for the home team (G^) and 
the visiting team (g^) and home runs for the home team (G*) 
and the visiting team (g^) are likewise attached to central 
plate A rather than either of the side plates B and D. In 
contrast, each of the wheels of the claimed baseball game 
counter has a center point mounted to either a front plate or 
a rear plate. Thus, by inserting a third plate inside the 
apparatus and employing it to anchor all of the indicator 
dials, Wilson actually teaches away from the present 
invention. Claims 2-4, 6 and 7 depend directly or indirectly 
from amended claim 1 and therefore contain all of its 
limitations . 

Reconsideration and withdrawal of the rejection are 
respectfully requested. Please remove the rejection of 
claims 1-7 under 35 U.S.C. S 103(a), and enter the allowance 
of claims 1-4, 6 and 7. 



In view of the foregoing amendments and remarks, 
reconsideration and allowance of the pending claims are 
respectfully solicited. Please remove the rejection of 
claims 1-7 under 35 U.S.C. § 103(a), and enter the allowance 
of pending claims 1-4, 6 and 7. The Applicant respectfully 
requests that a timely Notice of Allowance be issued in this 
case. 



Respectfully submitted, S^J^IZO 
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